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REMARKS 

Claims 18-34 arc pending. By this Amendment, claims 18, 19, 20 and 30 are 
amended and claim 34 is added. No new matter is added. Reconsideration based on the 
above amendments and the following remarks is respectfully requested. 

Applicant appreciates the courtesy shown to Applicant's representative by Supervisory 
Examiner Nguyen and Examiner Pritchett in the August 19, 2003 personal interview. 
Applicant's separate record of the substance of the interview is incorporated into the 
following remarks. 

The Office Action rejects claims 1 and 9-17 under 35 U.S.C. §103(a) as unpatentable 
over Japanese Patent No. 10-229512 issued to Sakata in view of U.S. Patent No. 5,838,504 
issued to Ichikawa, This rejection is respectfully traversed. 

In addition to the previous amendments and remarks made in Applicant's June 18 
Amendment, Applicant offers further amendments and arguments why the combination of 
Sakata and Ichikawa is not combinable and if combined, teaches away from the present 
invention. 

A. Cited References are not Combinable 

As mentioned in the personal interview, the Examiner is attempting to make a huge 
leap by mferring that one skilled in the art would combine Sakata and Ichikawa and the 
resulting combination would be Applicant's present invention. This is a leap which the cited 
references simply do not support. 

First, Ichikawa discloses a plastic prism that is made up of the three right angle (90°) 
prisms (see column 3 lines 36-38 of Ichikawa), which is different from the equilateral prism 
(60°) of Sakata. The prism in Ichikawa has only one surface for incident light and the prism 
is manufactured of plastic with uneven surfaces. That is, there is only a single image signal 
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as opposed to Sakata which has two distinct and separate viewing image signals. 
Specifically, Ichikawa discloses a camera with a zoom lens as viewed in Fig. 6. (See also 
column 3 lines 6-26). The light is filtered through a first, second and third lens group; next 
the light passes through a light intercepting frame 20 and then to a reflecting mirror 10; all 
prior to striking the incident surface of the prism. At this stage of Ichikawa, the only desired 
light is the light that strikes the incident surface of the prism at 90° since the prism is a right 
angle prism. Fig. 4 of Ichikawa discloses light "a" and 'V that strikes the incident surface of 
the prism, which is then reflected off surfaces Ri and R 2 at 90° before exiting the prism. A 
lens generally not only captures the light but also directs the angle the light as it passes 
through the lens. Hence, the lens group 1-3 of Fig. 6 in Ichikawa not only transfers the light 
but also filters the light so that the light strikes the incident surface I of the prism at 
substantially 90°. 

In fact, Fig. 5 of Ichikawa illustrates the problem of unwanted phantom light "c" 
striking the incident surface I at an angle other than 90° and showing up in the resulting 
picture. See column 4 lines 55-61 of Ichikawa for support. Ichikawa attempts to solve this 
problem by strategically placing uneven surface 21 on the prism to prevent reflection of light 
entering the prism at an angle other than 90°. Thus, Ichikawa only desires light striking the 
prism at 90° and prevents other light at different angles from reflecting within the prism. 

Sakata, on the other hand, allows light that passes through two opposing viewport 
windows 4a and 4b at various angles before striking surfaces 2a and 2b of the equilateral 
triangle prism. Unlike the teaching of Ichikawa, Sakata not only accepts light at various 
angles as depicted in Fig. 1, but requires acceptance of light at angles of various ranges in 
order to operate. Fig. 1 of Sakata which discloses horizontal light 5a and 5b passing through 
windows 4a and 4b and then refracting on surfaces 2a and 2b at angles different than 90° 
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before ultimately being directed to display screen 13. Moreover, as disclosed in Fig. 1 of 
Sakata, light 5a and 5b are allowed to reflect within the prism at angles different from 90°. 

Hence, contrary to the leap the Examiner attempts to make, one skilled in the art 
would not have been motivated to combine the teaching of applying the uneven surfaces of 
Ichikawa, which are to prevent light reflecting within the prism at angles other than 90°, with 
the teaching of Sakata whose object is to accept light at various angles other than 90°. Rather, 
one would recognize the incompatibility of the two references. Even if one skilled in the art 
would have been motivated just to use the general teaching of the uneven surfaces to prevent 
unwanted light of Ichikawa with Sakata the Combination would still teach away from the 
present invention for the following reasons. 

The Office Action states that Sakata lacks the claimed isosceles triangle shape but that 
one of ordinary skill in the art would alter the prism in Sakata to an isosceles triangle shape to 
reduce the size of the apparatus and to increase the viewing angle. This leap is contrary to the 
teachings of both Ichikawa and Sakata. See the attached computer-generated English 
translation of Sakata. 

The equilateral triangle shaped prism (60° each) in Sakata is a critical element to the 
apparatus of Sakata. In fact, Sakata teaches throughout the specification the need for the 
vertical angle of the prism to be "60 degrees". For example, paragraph 1 1 of Sakata discloses 
a prism with a vertical angle of 60 degrees and a formula for the refractive index of the prism 
based on this 60 degree angle. Claims 4, 5, 13 and 14 of Sakata further elaborate on the need 
for the vertical angle of the prism to be 60 degrees as it relates to the equation to determine 
the refractive index of the prism. As such, one skilled in the art, therefore, would have 
appreciated the criticality of this angle and would not have been motivated to alter the shape 
or angle of the prism, as suggested in the Office Action, because the index of refraction of the 
prism as well as other optical properties such as the angles of light reflection would be greatly 
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affected. At best, if size was an issue, the equilateral triangle would be retained but reduced 
in dimension. Similarly, Ichikawa teaches criticality with the use of 90° angles. Neither 
teach or suggest the claimed isosceles triangle. 

Sakata, in addition, fails to address the problem of stray light that maybe associated 
with the dual image signals. Specifically, there is no discussion of stray light entering either 
the left or right side of the prism and appearing on the opposing image signal. Moreover, 
besides not recognizing the problem, Sakata fails to teach a solution to this problem of light 
entering one viewing port (for example right side) and being prevented from ending up on an 
image from another distinct viewing port (for example left side). It is only Applicant's 
invention that recognizes this problem. 

Therefore, one skilled in the art would not have been motivated to combine Sakata 
with Ichikawa because Sakata does not recognize this specific problem of stray light entering 
from one viewport and appearing on the opposing display screen. Even if one skilled in the 
art were able to make this leap of stray light, they would also have to make the leap of how to 
apply the general teaching of uneven surfaces for unwanted light to prevent stray light from 
one transmission window portion from entering the opposite image signals. However, the 
placement of the uneven surfaces in Ichikawa is to prevent unwanted light from the single 
incoming window from reflecting within the prism at angles of other than 90°. As such, 
Ichikawa similarly does not recognize the problem or the solution. So one skilled in the art 
would be left to determine placement of the uneven surfaces of Sakata on the triangle to solve 
a problem with stray light in a dual window prism that Sakata does not even address. 
Assuming this leap can be made, one skilled in the art would still further have to alter the 
equilateral triangle shape of Sakata for an isosceles one, even though Sakata discloses the 
need for the vertical angle to be 60° to determine the refractive index of the prism and 
Ichikawa uses 90°. 
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When read as a whole, these references fail to fairly teach the numerous modifications 
made by the Examiner in making the rejection. Instead, the Examiner is impermissibly using 
Applicant's disclosure as a roadmap in an attempt to argue that one skilled in the art would 
have been able to practice Applicant's invention from the cited references. 
B. Impermissible use of Hindsigh t 

One skilled in the art would not have been motivated to make all of the above- 
mentioned leaps even if Sakata were combined with Ichikawa as alleged. As mentioned in 
the personal interview, the Examiner is impermissibly using "hindsight" by picking and 
choosing elements from the cited references to construct the invention, without reviewing the 
claimed invention as a whole, and without considering the context of the elements in the prior 
art references as a whole. 

Sakata relates to a camera that allows viewing of a right and left side but does not 
address the issue of stray light. Ichikawa is a prism of a different shape with a single surface 
for incident light. The two are completely unrelated and incompatible optically. Finally, 
Matsumoto discloses black paint with a refractive index of 1 .5 with no discussion of the 
relationship of the different refractive indexes of the paint and prism or appreciation of the 
problems being solved. The alleged common use of glass with an index of 1.4 is not gleaned 
from the reference itself. Instead, it could only be derived from impermissible hindsight 

r 

consideration of Applicant's problem and solution, in which something was arbitrarily 
"picked" so as to meet the claimed relationship, which is neither taught nor appreciated by the 
prior art. 

The Examiner is reminded that in determining whether an invention was unobvious 
when made, the prior art must be viewed prospectively and not retrospectively using the 
patent as a blueprint to reconstruct the invention by indiscriminately picking and choosing 
parts and bits from the prior art. See, for example, Grain Processing Corp. v. American 
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Maize-Products Co., 840 F.2d 902, 907, 5 USPQ2d 1788, 1792 (Fed. Cir. 1988) (Tare must 
be taken to avoid hindsight reconstruction by using 'the patent in suit as a guide through the 
maze of prior art references, combining the right references in the right way $o as to achieve 
the result of the claims in suit.' See also In re Fine. 837 F.2d 1071, 1075, 5 USPQ2d 1596, 
1600 (Fed. Cir. 1988) ("One cannot use hindsight reconstruction to pick and choose among 
isolated disclosures in the prior art to deprecate the claimed invention.")- This is because 
"[t]o imbue one of ordinary skill in the art with knowledge of the invention in suit, when no 
prior art reference or references of record convey or suggest that knowledge, is to fall victim 
to the insidious effect of a hindsight syndrome wherein mat which only the inventor taught is 
used against its teacher." W. L. Gore Associates Inc. v. Garlock. Inc.. 721 F.2d 1540, 1553, 
220 USPQ 303, 312-13 (Fed. Cir. 1983). Instead, the well-established rule of law is that each 
prior art reference must be evaluated as an entirety and all of the prior art must be evaluated 
"as a whole." See WL Gore. 721 F.2d at 1550, 220 USPQ at 311. 

C. Problem not Recognized in Cited Reference^ 

The present invention on the other hand is directed to an imaging device that receives 
left and right images and prevents stray light that enters the left or right transmission window 
from appearing on the opposing left or right image signals. For example, Fig. 13 discloses 
the problem that the presently claimed invention addresses. Stray light 21 A such as from an 
oncoming headlight enters transmission window 2R, reflects within prism 4, and then appears 
as 2 IB on the left image signal 22L. This causes viewer distortion and other problems which 
are not recognized by any of the cited art. 

D. Pending Claims Define Patentable Subj ect Matter 

Independent claims 18, 28 and 30 of the present invention recite a prism in the form of 
an isosceles triangle. This is contrary to the teachings of the combination of Sakata and 
Ichikawa because Sakata discloses an equilateral triangle shaped prism (60°) and Ichikawa 
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teaches a 90° angle. As mentioned, there is no proper motivation for this change or for the 
combination which was two different prism shapes. 

In addition to reciting the isosceles shaped prism, independent claim 18 also recites in 
"an internal reflection preve ntive means for preventing stray light from undergoing total 
reflection in s aid prism and preventing stray light from entering from the left and right sides 
of said prism into the oppo sing left and right image signals, and the internal reflection 
preventive means covers at least a portion of the rear side of said prism to form a light 
fransmission window. " This claim feature must be given patentable weight. As discussed 
above, one skilled in the art would not have been taught to place the uneven surface and black 
paint as disclosed in Ichikawa on the rear surface of Sakata for the recited purpose since the 
uneven surfaces are to prevent unwanted stray light entering the prism at an angle other than 
90°. Such angles are required by Ichikawa. Moreover, there is no enabling disclosure on how 
to specifically prevent the recited stray light from entering an opposite transmission window 
since Sakata only has a single input and output window. 

Next, independent claim 28 recites in part, "a buffer member to buffer said prism 
against vibration from said predetermined holder." This buffer is neither disclosed nor taught 
in either Sakata or Ichikawa and is believed to be patentably distinct from the cited 
references. 

Claim 30 recites the necessary relationship of the refractive index of the internal 
preventive means as it relates to the refractive index of the prism when the incident angle of 
stray light is at least 50°. This relationship or the specific angle of stray light prevented is not 
disclosed in either Ichikawa or Sakata and therefore non-obvious and patentably distinct. 

The remaining dependent claims are believed to be patentable for their dependence on 
allowable base claims 18, 28 and 30, respectively, and for the additional features recited 
therein. 
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E. Conclusion 

In view of the foregoing amendments and remarks, it is respectfully submitted that the 
application is in condition for allowance. Favorable reconsideration and prompt allowance of 
claims 18-34 are earnestly solicited. 

Should the Examiner believe that anything further would be desirable in order to place 
this application in even better condition for allowance, the Examiner is invited to contact the 
undersigned at the telephone number set forth below. 



Respectfully submitted, 



James A. OlifT 
Registration No. 27,075 



Ian R. Vallejo 
Registration No, 53,714 



JAO:IRV/dap 
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